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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
10/9/2008 has been entered. 

Priority 

2. The certified copy of the priority documents has been received. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 7 and 10 are rejected under 35 U.S.C. 112. second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

5. Specifically, claims 7 and 10 are grammatically incorrect, and it is unclear exactly 
what is being claimed, since no relationship is recited between the dry air in claims 7 
and 10 and any other claimed structural elements. Applicants have attempted to 
overcome this rejection, but the claims are still unclear. For example, claim 7 recites 
"wherein providing dry air with a dew point at atmospheric pressure of less than or equal 
to -20° C during the at least one interval of less than seven days", this recitation not 
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forming a complete sentence. First of all, the step of "providing dry air" lacks proper 
antecedent basis. Second, even if claim 1 provided a proper antecedent basis, claim 7 
merely mentions this step, but fails to further elaborate. As a simplified analogy, claim 7 
essentially recites "The method of claim 1, wherein providing X." Claim 10 is similarly 
deficient. The claims will be rejected as best understood. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

7. Claims 1. 3. 6. 7. and 9-14 are reiected under 35 U.S.C. 102(e) as being 
anticipated bv Kobavashi (US6601289). 

8. Regarding claims 1, 3, 13, and 14, Kobayashi discloses (see Example 12, col. 
18) forming a wire by coating raw material powder for a superconductor with a metal 
(see col. 15, Ins. 1-3), drawing the wire (see col. 15, Ins. 3-7), performing a first rolling 
(see col. 15, Ins. 3-7), performing a first heat treatment (i.e. sintering), followed by a 
second rolling, and a second heat treatment (see col. 18, Ins. 15-20). Kobayashi 
discusses the gradual increasing of temperature up to the temperature of the heat 
treatments, and specifically discusses an increase over the range 100 to 300 degrees C 
(see col. 18, Ins. 26-52, especially Ins. 33-36 and 45-52; see Table 1). 
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9. Regarding claims 6, 7, 9, and 10, it is readily apparent that at some point 
between providing the wire and rolling it or between a rolling step and a sintering step 
the wire would be held under normal atmosphere, i.e. water vapor together with dry air 
having the specified dew point and comprising nitrogen and argon (see the rejection 
under 35 U.S.C. 112, second paragraph). 

10. Regarding claims 11 and 12, the claims do not specify which rolling step is 
intended. For claim 11, the reference is reinterpreted, such that the rolling performed 
between the first and second heat treatment is the claimed rolling. Therefore, the claim 
limitations are met, since there is such a temperature as claimed, between the drawing 
and the rolling. With respect to claim 12, claim 3 recites "rolling the wire n times". Since 
some of the rolling steps are performed after sintering steps, it would appear from the 
claim that the claimed temperature range must exist in an interval between the drawing 
and at least one of the rolling steps, and, as discussed above, this is so. 

Claim Rejections - 35 USC § 103 

11. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

12. Claims 5 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Kobavashi. 

1 3. Kobayashi discloses substantially the claimed invention, except for the wire being 
held in a container at a reduced atmosphere, as claimed. 

14. However, in a different example, Kobayashi discloses conducting heat treatment 
in a reduced atmosphere (see Example 11, in cols. 17 and 18), thereby reducing the 
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number of blisters, by creating an environment where a gas is easily evacuated to the 
outside of the superconducting wire. 

15. Since both the embodiment of Example 12 and that of Example 11 are 
concerned with reducing the number of blisters, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to combine the teachings of 
both embodiments, to thereby further reduce the number of blisters. It is readily 
apparent that creating such an environment requires a container. 

Double Patenting 

16. Claim 1 is provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claim 3 of copending ApDlication No. 
10/568.537. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because claim 3 of the '537 application anticipates claim 1 of 
the present application. See the Response to Arguments below. 

17. This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Response to Arguments 
Applicant's arguments with respect to the claims have been considered but are 
moot in view of the new ground(s) of rejection. 

18. Applicant's arguments with respect to the double patenting rejection have been 
fully considered but they are not persuasive. 

19. Applicants argue "Claims 1 and 3 as amended recite [...] maintaining the wire 
temperature greater than or equal to 80°C and less than or equal to 300°C during the at 
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least one interval of less than seven days [and that] [c]laims 3 and 9 of the '573 
application fail to recite at least the above features." 

20. The Examiner respectfully disagrees. The latest amendment (filed 11/25/2008) of 
the claims in the '573 application adds the limitation "wherein during the at least one 
interval the wire is held at a temperature greater than or equal to 80°C and less than or 
equal to 300°C" to claim 1 . Therefore, claim 3 of the '537 application anticipates claim 1 
of the present application, for interval lengths between 72 hours and seven days. 
Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LIVIUS R. CAZAN whose telephone number is (571) 

272- 8032. The examiner can normally be reached on M-F 8:00AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, DAVID P. BRYANT can be reached on (571) 272-4526. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/A. Dexter Tugbang/ 
Primary Examiner 
Art Unit 3729 

/L. R. C./ 1/20/2009 
Examiner, Art Unit 3729 



